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RESPONSE TO AMENDMENT 

1. Claims 1-28 and 33; and new claims 34-35 remain for further examination. 

The old rejection maintained 

2. Applicant's arguments with respect to claims 1-28 and 33 filed on February 11, 
2008 have been fully considered but they are not deemed to be persuasive for the 
claims 1-28 and 33. The rejection is respectfully maintained as set forth in the last Office 
Action mailed on September 1 1 , 2007. 

Claim Objections 

3. Claim 5 is objected to because of the following informality: 

Claim 5 line 1 "claim 5" should be -claim 4~. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1 -28 and 33-35 are rejected under 35 U.S.C.1 03 (a) as being 
unpatentable over Pollack (U.S. Patent No. 6,505,236) in view of Powers (U.S. Patent 
No. 6,438,584). 

6. As to claim 1 , Pollack teaches a method for directing an automatic 
communication to a recipient (see abstract; and figures 1-2), including the steps of: 
providing a data store; storing data relating to the recipient in the data store; examining 
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the data stored and determining that a communication is to be provided to the recipient; 
extracting data relating to the recipient from the data store in response to a 
determination that a communication is to be provided to the recipient; modifying an 
initial communication to become a final communication selectable in response to the 
extracted stored data; and sending the final communication to the recipient (figures 1-2; 
column 4 line 4 to column 7 line 17). 

However, Pollack does not teach the steps of: automatically composing an initial 
communication in response to the data stored in the data store; and passing the initial 
communication to be modified to become a final communication, which is optional. 

Powers teaches the steps of: automatically composing an initial communication 
in response to the data stored in the data store; passing the initial communication to be 
modified to become a final communication; modifying the initial communication in 
response to a determination that the initial communication is to be modified to become a 
final communication is optional; and sending the final communication to the recipient 
(see abstract; figure 1; column 3 line 39 to column 4 line 39; and column 14 lines 
10-60). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Powers stated above in the method 
of Pollack for directing an automatic communication to a recipient because it would 
have promoted efficient planning and work flow in the network and maximized the 
utilization of the network by limiting the sizes of the messages. 
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7. As to claim 2, Pollack teaches that the step of: modifying the initial 
communication comprises modifying the initial communication in a manner selected in 
response to the data extracted from the data store (figures 1-2; column 4 lines 3-39; and 
column 7 lines 1-6). 

8. As to claim 3, Pollack teaches that the step of: modifying the initial 
communication comprises at least one of: deleting material from the initial 
communication; adding new material to the initial communication; providing material of 
predetermined fixed content and adding the material of predetermined fixed content to 
the initial communication; providing material of predetermined alterable content and 
adding the material of predetermined alterable content to the initial communication; and 
altering material already provided in the initial communication (figures 1-2; column 5 
lines 17-67; and column 7 lines 6-10). 

9. As to claims 4-5, Powers teaches that the steps of: providing access to a plurality 
of selectable media for providing the final communication to the individual; selecting, in 
response to the data extracted from the data store, at least one medium of the plurality 
of selectable media for providing the final communication to the individual; and 
employing said at least one medium to send the final communication, wherein the 
plurality of selectable media comprises facsimile transmission; telephonic text 
messaging; data transmission; Internet Communication; and mailing of printed letters 
(figure 1; and column 14 line 61 to column 15 line 11). 



Application/Control Number: 10/706,867 Page 5 

Art Unit: 2155 

10. As to claims 6-7, Powers teaches that the steps of: providing access to a plurality 
of selectable media for providing the final communication to the individual; selecting, in 
response to the data stored, at least one medium of the plurality of selectable media for 
providing the final communication to the individual; and employing said at least one 
medium to send the final communication, wherein the plurality of selectable media 
comprises facsimile transmission; telephonic text messaging; data transmission; 
Internet Communication; and mailing of printed letters (figure 1; and column 14 line 61 
to column 15 line 11). 

11. As to claim 8, Pollack teaches that the step of: storing data relating to the 
recipient in a data store comprises the step of providing access to and accepting data 
relating to the recipient from at least one of: the Internet; a digital data transmission 
medium; telephonic text messages; telephonic voice messages; printed matter; data 
files; and record data files (figure 1; and column 5 lines 17-36). 

12. As to claims 9-1 0, Powers teaches that the steps of: automatically composing an 
initial communication in response to the data stored in the data store comprises the step 
of providing composition text in a plurality of languages, selecting one of the languages 
in response to the data stored relating to the recipient and composing the initial 
communication in the language selected, wherein the step of modifying the initial 
communication comprises modifying the initial communication in a same language as a 
language selected for the initial communication (figure 1; and column 15 lines 3-60). 
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1 3. As to claims 11-12, Pollack teaches that the step of: automatically composing an 
initial communication in response to the data stored in the data store includes the step 
of providing a plurality of idioms for the initial communication and selecting one of the 
plurality of idioms for the initial communication in response to data relating to the 
recipient extracted from the store, wherein the step of modifying the initial 
communication comprises modifying the initial communication in a same idiom as an 
idiom selected for the initial communication (figure 1; and columns 4-5). 

14. As to claims 13-14, Powers teaches that the steps of: automatically composing 
an initial communication in response to the data stored in the data store includes the 
step of providing a plurality of forms of composition suitable for use in respective 
individual jurisdictions; and selecting a particular jurisdiction with the respective form of 
composition in response to the data relating to the recipient extracted from the store; 
and, composing the communication in the respective form of composition, wherein the 
step of modifying the initial communication comprises modifying the initial 
communication with material suitable for use in a same jurisdiction as the initial 
communication (figures 1 and 4-8; columns 14-15; and column 16 lines 6-67). 

1 5. As to claims 1 5-28, they are also rejected for the same reasons set forth to 
rejecting claims 1-14 above, since claims 15-28 are merely an apparatus for the method 
of operation defined in the claims 1-14. 
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16. As to claims 33-35, claims 29-33 do not teach or define any new limitations than 
above claims 1-14; therefore, they are rejected for the similar reasons. 

Response to Arguments 

17. Applicant's arguments with respect to claims 1-28 and 33 filed on February 11, 
2008 have been fully considered but they are not deemed to be persuasive for the 
claims 1-28 and 33. In the remarks, the applicant argues that: 

(A) Argument: Pollack does not teach the provision of a template along the 
lines of the present invention - a template which includes embedded logic which 
determines whether or not selected portions of data or text are to be enclosed in an 
automatic communication. Moreover, Pollack does not suggest or disclose a step for 
determining whether an initial communication is required to be modified before 
becoming a final communication. 

Response: Pollack explicitly teaches a method including: determining whether or 
not selected portions of data or text are to be enclosed in a final communication (figure 
1; and column 5 lines 17-50); and determining whether an initial communication is 
required to be modified before becoming a final communication (figures 1-2; column 5 
lines 17-50; and column 6 line 66 to column 7 line 17). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a template which includes embedded logic which determines whether or not 
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selected portions of data or text are to be enclosed in an automatic communication) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed.Cir.1993). 

(B) Argument: Examiner has failed to establish a prima facie case of obviousness 
and not shown that there is some suggestion or motivation to modify references. 

Response: In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d1071, 5 USPQ2d 1596 
(Fed.Cir.1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed.Cir.1992). 

In this case, Pollack does not teach the steps of: automatically composing an 
initial communication in response to the data stored in the data store; and passing the 
initial communication to be modified to become a final communication, which is optional. 

Powers teaches the steps of: automatically composing an initial communication 
in response to the data stored in the data store; passing the initial communication to be 
modified to become a final communication; modifying the initial communication in 
response to a determination that the initial communication is to be modified to become a 
final communication is optional; and sending the final communication to the recipient 
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(see abstract; figure 1; column 3 line 39 to column 4 line 39; and column 14 lines 
10-60). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teaching of Powers stated above in the method 
of Pollack for directing an automatic communication to a recipient because it would 
have promoted efficient planning and workflow in the network and maximized the 
utilization of the network by limiting the sizes of the messages. 

(C) Applicant's arguments do not comply with 37 CFR 1 .1 1 1 (c) because they do not 
clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited or the objections made. Further, 
they do not show how the amendments avoid such references or objections. 

18. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final 
action is set to expire THREE MONTHS from the mailing date of this action. In the 
event a first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date 
the advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 
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Contact Information 
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272-3979. The examiner can normally be reached on Monday-Friday from 7:00 AM to 
3:30 PM. Most facsimile-transmitted patent application related correspondence is 
required to be sent to the Central FAX Number (571) 273-8300. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar , can be reached at (571) 272-4006. 
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